Appl. No. 10/685,613 

Amendment dated August 29, 2007 

Reply to Non-Final Office Action of May 14, 2007 
REMARKS 

Claims 18-39 are pending and remain rejected as 
anticipated under 35 U.S.C. § 102(e) over the disclosure of 
U.S. Patent No. 6,140,394 ("Kamiyama"). Anticipation 
requires that each element of a claim be disclosed 
explicitly or inherently in a single piece of prior art. 
Because Kamiyama fails to disclose either literally or by 
inherency the claimed ratio of filler particle size to 
polymer particle size, it cannot anticipate claims 18-39. 
Applicants have argued fully and persuasively why Kamiyama 
fails to anticipate the pending claims in their prior 
response; those arguments will not be repeated here, but 
are fully incorporated by reference. 

The present action fails to provide any further 
explanation of how Kamiyama anticipates the claims under 35 
U.S.C. § 102(e). Rather, the arguments in the rejection 
all derive from an analysis of obviousness under 35 U.S.C. 
§ 103. The rejection responds directly to applicants' 
arguments against anticipation by copying M.P.E.P. § 2144, 
entitled "Sources of Rationale Supporting a Rejection Under 
35 U.S.C. 103." The cases and rationales cited to support 
motivation to modify or combine prior art under Section 103 
simply do not apply in a rejection for anticipation, and 
therefore the present rejection cannot properly rely on 
them. 

The rejection argues: 

Applicants must recognize that the silica powder 
(col. 6, line 43-45) and polymer particle (col. 
1, line 15-16; col. 6, line 11-12, 15) as taught 
in Kamiyama et al. clearly have sizes that are 

-8- 



Appl. No. 10/685,613 

Amendment dated August 29, 2007 

Reply to Non-Final Office Action of May 14, 2007 

measurable in micron size ranges, ' it would not be 
difficult to one of ordinary skill in art that 
there is a ratio exist between the two filler 
materials or other ingredients. 

Applicants cannot agree, for nowhere does Kamiyama 
describe any particle size for the silica powder. 
Applicants concede that a ratio must exist, but what ratio 
is present is simply not possible to discern from the 
reference because, in contrast to its description of the 
polymer particles, it never provides any size for the 
filler particles! This is precisely the point of 

applicants' invention, which resides in the selection, from 
all of the possible particle sizes available to choose 
from, the filler particle size resulting in the ratio 
claimed, which provides an unexpected advantage over the 
prior art. The fact that the filler particle size can be 
measured does not change the fact that it never was 
measured and therefore cannot be presumed. 

The rejection further refers to "the range scope as 
taught in Kamiyama et al.;" applicants ask, what "range 
scope?" Applicants ask the examiner to cite to column and 
line in Kamiyama where any size range is given for the 
described silica powder particles. The use of "encompass" 
remains misleading. Encompass, per Webster's Ninth New 
Collegiate Dictionary, means to enclose, to include, to 
envelop, to form a circle about. Implicit in such 

definition is that there is a boundary within which to 
enclose, include, envelop, or that forms a circle about. 
The reference provides no boundary because it never defines 
a range for the filler particle size. Therefore the 
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teachings of Kamiyama et al. with respect to filler 
particles size cannot "encompass" anything other than to 
describe filler particles of any size. 

Following the teachings of Kamiyama, as opposed to the 
facts presumed by the rejection but not actually present in 
Kamiyama, cannot inevitably lead to the claimed ratio of 
filler particle size to polymer particle size because there 
is no filler particle size specified in the reference. It 
can only be arrived at by following the teachings of 
applicants' claims. Therefore the rejection for 

anticipation remains in error and should be withdrawn. 

CONCLUSION 

In view of the amendments and remarks above, 

Applicants ask for reconsideration and allowance of all 
pending claims. Should any fees be due for entry and 

consideration of this Amendment that have not been 
accounted for, the Commissioner is authorized to charge 
them to Deposit Account No. 12-2135. 



Respectfully submitted, 

Glenn E. J. /Murphy 
(Reg. No. 33, 539) (J 
Attorney for Applicants 
610-278-4926 
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Henkel of America, Inc. 

Patent Law Department 
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